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REMARKS 

Applicants reBpectftilly submit ihia Amendment in response to the Office Action dated 
December % 2008/ and courteously solicit favorable reconsideration followed by a Notice of 
Allowance. 

Amended dam Iffrids basis in iheorigmalq}^^ The 
spedfication makes dear that llioee stkiBed i^ 
part (Q in original daim 1, arid attentlc^i is ir^ 
page U/lined 14-15, The molecular wei^traxige recited jnpart(^ 

bridging to pageHlirtelS^notingpageHIinel.m^^ Asto 
ihe redtation of the phosphjcniia<:ontainirig flame retardant jlhe vocabulary used does not 
contract the daim scope, and therefore there is no estoppel agpipt Applicants* 
Applicants submit a Declaration Under 37 C J'.R. §1132i 

Applicants respectfully submit daims 1^ and 6-9 define unobvious inventions of UJ5. 
Patent No. 4>892/893 (Grace) in view of PCI International Publication WO 03/078497. 

Applicants submit CO the references would not have beer^combined^ (ii) evenif they were 
the present inverttions wotdd not have been obvious to a per^ 

(iii) even if there is Siprimafide case^ it has beenrebutted. The coAnbination of elements recited 
in Applicants' claim 1 would not have been foreseen fror^ the primary reference/ nor 
would they have been foreseen from the secondary reference, and thus the elements as 
combined in daim 1 would not have been obvious even if ifor the sake of argument the 
references would have been combined. ? 

A primary object of the present invention is to provi|ie a novel composition for a 
flame-retardant flexible polyurethane foam comprising a irie|arnine-based flame retardant, 
the composition being capable of providing sufficient flame |etardancy even when using a 
general-purpose polyol without xequiring use of a special modified polyoL 
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According to the compositionforflame'retardant flexible polyuiethanfifoamof 
present invention^ a flexible polyurethane foam with superior flame retardancy can be 
obtained. The poljrurethane foam can have a low density (eig,, about 25 kg/m^) but none- 
the^less exhibits sufficiently high flame retardanq^ that comJ>lies with standards for flame 
retardancy, for example, British standard BS 5852, The bulk ^ensity of this foam is about 23 
to 50 kg/m^ and preferably 25 to 35 kg/m?. \ 

According to the present invention, although a general-purpose polyether polyol is 
usable as a polyol component, a polyurethane foam with jpccellent flame retardancy is 
obtained by using a combination of a melamine-based flam^ retardancy having a specific 
average particle diameter and an additive-type phosphort^^ontaining flame retardant. 
The flame retardancy of this polyurethane foam can be incareased even more by using a 
silicone foam stabilizer as a foam stabilizer. The foam of tjie present invention^ despite 
using a general-purpose polyether polyol, exhibits excellent |lame retardancy that satisfles, 
for example, the stringent criteria of BS 5852 I 

In the present composition, the melamine-based flamje retardant having an average 
particle diameter of about 30 to 60 jim, when used in conjijnctlon with an addith^e-type 
phosphoruS'Containing flame retardant described later, i.e., <|amponent (C), enables a foam 
with excellent flame retardancy to be obtained while maintaining other properties desiied 
of tfie foam (such as elongation and tensile strerigth), even lliough a general-purpose 
polyether polyol is used as the polyol component. 

As to part (B) - the melamine component, if an average particle diameter exceeds 60 
um or is less than 30 Mm, the composition fails to provide suffccient flame retardancy to the 
resulting foam. Specification, page 9, lines 18-20. \ 

When the phosphorus-containing flame retardant is^ised in combination with the 
above-described melamine-based flame retardant having a specific particle diameter, i.e., 
component (B), a highly flame-retardant foam to be obtainetl even though the amotmt of 
the melamine-based flame retardant is not large. Specification, page 11, lines 6-ll« 
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Specifically, use of a silicone foam atatnlizer in conjunction with the above-described 
melamine-based flame retardant and additive-type phosphorus-containing flame retardant 
contributes to the increaised flame retardancy , Specif icatiohy page 18, lines 4-8. 

The primary reference to Grace discloses flame retardant polyurethane foams 
containing melamdne and phosphorus-containing retardar|t, but the reference does not 
disclose and does not teach controlling melamine particle ei^e to maintain system stability. 

The secondary FCT International publication nowliere discloses the relationship 
betw^een average particle size of melamine and fhe flame retardancy of polytirethane foam. 
WO 08/078197 disdoses lhat the mdamine has a min^ 

mflvinitim partid^ diameter of about 74 um. and an average part tVl^ rfiatneter of about 1228 mn 
(paragraph [0017]). When Hie average parHcIe dimneiBr is 12 fim (tk, (te porWcte dumeier defined by 
WO '497, Aefimlproductcannotmeet^ p»ciuireiffentsBnH^Stan^rd5852 (Omrpamlwe Excmipte 1). 
Tnamtrast the melamine-based flame-retardant xised in Applicants'' presently daimedinvention 
has anaverage partide diameter o£30-60 trav which dearly is di%rent£rom the disdosure of WO 
03/078497. As shown in Example 1 and Comparative ExamJ>le 3 in Table 2 of the present 
sped&atioTv when Ae avei^ pardde diameter of mdlamiM 

the partide diameter of the piesent invention)^ the final prodt^ can meet the criteria of both 
BritishStandard 5852 and CAL 117 (Examples land 2)^ j 

On the other hand/ in die present invention h^s flame retardancy of the 
polyurethane foam Is improved by using melairine-basedl flame retardants having the 
recited average particle diameters. The combination of elements in claim 1 yields an 
unforeseen benefit as reported in Example 1 of the present application. Specificaticn^ page 
34 (summary); page 36 (summary); page 38 (summary). Applicants invite attention to their 
Table 1, Example 1, Comparative Example 1 and Comparative Example 2. 

As to the silicone foam stabilizer, neither the primary Grace reference, nor the 
secondary FCT International publication, disclose or sugg^est the requirements for this 
silicone foam stabilizer and its combimtion with Applicantsf (B) and (Q components, to m 
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mention but two components as examples from the Severn, components in claim 1, to 
achieve the remarkable flame retardancy for the polyiirethlne foam. 

Applicants' part (F) is "0.1 to 3 parts by weight of a silicone foam stabilizer with a 
swface tension of 20.5 to 22 mN/ m at a temperature of 25°C hnd a silicon atom content not 
exceeding 4.7% by weight' and it is not described or suggested by either reference, and 
even, if for the sake of argument, the references were combined, the part (F) alone or in 
combination with parts (A), (B), (C), (D), (E), and (G) woul^jnot have been suggested to a 
person of ordinary skill in the art 

Grace discloses that non-ionic surfectants^ such as silicon|s, are not particulaily desiralite, 
Seecolxunn7,line60,fhrDU^column8/Une4. While the Gr^^ surfactant may supeifldally 
i^emble Applicants' silicone foam stabilizer^ the Grace suxfactaxkt isnot a low activity silicone/ as 
in the presently claimed invention. See page 18, lines 9-10, of die present specification. 
Furthermore, Grace makes no mentian of ttie Briiiah Standard 5^52; the only inflammabilify test 
conducted inGrace is the CAL 117. I 

Furthermore, even if the Grace and PCTIntemationaljpttblication would have been 
combined^ which is not conceded^ Applicants have rebutte4 the asserted prima facie case. 
Applicants additionally invite attention to the Rule 132 Declaration/ which shows that the 
flame retardancy of polyurethane foam is improved only wljen the specified silicone foam 
stabilizers are used. Thus, even if dae asserted ''expectancy''' |Q£&ce Action, page 4/ lines 1- 
4) were valid, which it is not it is rebutted. \ 

Lastly, Applicants are struck by the naked hindsight reasoning artictdated in die 
Office Action. Without Applicants disclosure and without Applicants claims there is no 
factual basis for asserting a person would have taken Grac^ with preconceive notion ''in 
order to arrive at the products of applicants' claims, . /' (Offiqe Action, page 3). Applicants 
discovered a result and discovered the means to achieve it, which are not within the four 
comers of either reference. Yet the Office Action posits a rot^ theory of obviousness teased 
from the In re Boesch case dtat is beyond what the court said, ^ refuted by the U.S. Supreme 
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Court^ 9 decision in the Eible Process case, and is lacking in iaiy statutory authority, Eibel 
Process Co, v. Minnesota & Ont Paper Co., 261 U.5. 45 (1923) patent sttstained even though 
discovery of the problem, simple though it may have beeniii retrospect and the resultant 
solution, was also simple). Indeed, the obviousness statute dictates that an invention is not 
negatived by the manner in which it is made, whereby the t^ieories espoused in the Office 
Action are barred by the statute in question- In re Fay, 146;USPQ 47 (CCPA 1965) (''Oft 
repeated rules, like oft repeated myths, seem to die hardf and '"we do not agree that 
^'routine experimentation" negative patentability* The last [sentence of section 103 states 
that ^'patentability shall not be negatived by the manner |in which the invention was 
made.^0- must apply the statute as written, and tiu^ theories in tiie Office Action 

are contradicted by the statutory command of 35 U.S.C. 10^(a), last sentence. 
A notice cf aUowance is courteously Bolidted 

5 

Respectfully submitted, \ 



EVEr yTABIN feK ^ANNERY 




Kendrew H. Colton, Reg. No. 30,368 
(202) 419-7000 telephone \ 
(202) 419L7D07 £acsix3njle I 



Cttstoxner No. 42796 

One Lafeyette Centre 
1120 ^20* Street, NW 
Suite 750, South 
Washington, DC 20036 
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